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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v, John Deere Co,, 383 U.S. 1. 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 
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1) Claims 1-5, 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takeshita (EP 1 182250) in view of Orthman (US 6358749). 

With respect to claims 1 and 9, Takeshita discloses a organism cell auto- 
handling apparatus and method that comprises the use of a platform (Figure 1:12) for 
holding thereon at least one organism cell sample (Figure 1:13). A CCD camera 
(Figure 1 :7) is provided for identifying coordinates of a specific cell organelle for 
producing a corresponding coordinate data according, and a piping device (Figure 1:5) 
having a micro needle (Figure 1:6) is used to draw/inject compounds to and from the 
organelle. A system controller (Figure 1:1 and Figure 1:2) Is provided for receiving 
coordinate data from the CCD camera, and is capable of controlling. the relative 
movement between the platform and the piping device. This is described in paragraphs 
[0001], [0005], [0012], [0027], [0031]-[0034] and [0038]. Takeshita, however, does not 
expressly indicate that the CCD camera is paired with an observation microscope unit. 

Orthman discloses an organism cell auto-handling apparatus comprising an 
observation microscope (Figure 1:28) and a CCD camera (Figure 1:26) that work in 
cooperation to produce coordinate data that is sent to a system controller capable of 
regulating the motion of a micro needle (Figure 1:22). This is described in column 3, 
line 16 to column 4, line 16 and in column 5, line 18 to column 6, line 33. 

Takeshita and Orthman are analogous art because they are from the same field 
of endeavor regarding cell auto-handling apparatuses. 

At the time of the invention, it would have been obvious to incorporate a 
microscope in the optical observation system of Takeshita. In column 3, line 16 to 
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column 4, line 16, Orthman indicates tliat it is known in the art to utilize a microscope 
during the visualization of cells and the positioning of a micro-dissection needle. 
Orthman teaches that the use of a microscope results in a process that is easily 
automated, fast and efficient. 

With respect to claims 2 and 3, Takeshita and Orthman disclose the apparatus in 
claim 1 wherein the piping means is fixed in position and the platform is controllable by 
the system controller to make at least 2-dimensinoal motion. In paragraph [0032], 
Takeshita states that the platform is movable along the X-axis and the Y-axis. 
Paragraph [0032] also states that, alternatively, the platform position can be fixed and 
the piping means can be movable in multiple directions. 

With respect to claims 4 and 5, Takeshita and Orthman disclose the apparatus in 
claim 1 wherein the organelle observation microscope unit comprises a microscope, a 
programmable multi-wavelength light source, and an image, sensor. As previously 
mentioned, the combination of Takeshita and Orthman discloses the use of a 
microscope and an image sensor Takeshita additionally teaches that a light source 
(Figure 1:10) is provided. Multi-wavelength light sources are considered to be well 
known in the art. 

With respect to claim 8, Takeshita and Orthman disclose the apparatus in claim 1 
wherein the micro needle has a pointed end that has a caliber greater than the cell 
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organelle to be drawn/injected. This is apparent from the Figures of the Takeshita 
reference. Micro needles comprising large calibers (in relationship to cell organelles) 
are known in the art. 

2) Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takeshita 
(EP 1 182250) in view of Orthman (US 6358749) as applied to claim 1 , and further in 
view of Engelhardt (US 2001 005301 8). 

Takeshita and Orthman disclose the apparatus set forth in claim 1 as set forth in 
the 35 U.S.C. 103 rejection above, however do not expressly disclose that the 
microscope is a confocal microscope. 

Engelhardt discloses an apparatus that comprises a system controller capable of 
precisely positioning a microinjection needle relative to a ceil using information received 
from a confocal microscope. This is described in paragraphs [0007]-[0021]. 

Takeshita, Orthman and Engelhardt are analogous art because they are from the 
same field of endeavor regarding cell auto-handling apparatuses. 

At the time of the invention, it would have been obvious to ensure that the 
microscope disclosed by Orthman was a confocal microscope. Confocal microscopes 
are beneficial because they are known to eliminate out of focus information and thereby 
improve image quality. Engelhardt suggests in the "Background" section that confocal 
microscopes are well known in the art. 
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3) Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takeshita 
(EP 1 182250) in view of Orthman (US 6358749) as applied to claim 1, and further in 
view of Higuchi (US 5225750). 

Takeshita and Orthman disclose the apparatus set forth in claim 1 as set forth in 
the 35 U.S.C. 103 rejection above, however do not expressly indicate that the piping 
device comprises a micro pump. 

Higuchi discloses a microinjection apparatus that includes a platform (Figure 
4:32), a microscope (Figure 4:52), a piping device having a micro needle (Figure 4:41), 
and a system controller (Figure 1:12). Column 3, line 56 to column 4, line 1.2 indicates 
that micro pumps are connected to the ends of micro needles in order to deliver and 
remove compounds to and from the cells. 

Takeshita, Orthman and Higuchi are analogous art because they are from the 
same field of endeavor regarding cell auto-handling apparatuses. 

At the time of the invention, it would have been obvious to incorporate micro 
pumps into the construction of the piping device in order to provide an effective way to 
move fluids through the micro needles. Higuchi indicates that micro pumps are easily 
automated and regulated using a control device, and thereby serve to increase 
precision and reduce the time necessary to complete an operation. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Nathan A. Bowers whose telephone number is (571) 

272- 8613. The examiner can normally be reached on Monday-Friday 8 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran can be reached on (571) 272-1214. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the. Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





NAB 



